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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

In claim 1, "made by the process comprising the steps of: providing a pressure 
vessel ... zone, and the pressure ranging from about 5 kpsi to about 30 kpsi" is new 
matter. 

In claim 3, "wherein the step of providing a seed crystal having the formula 
LnB0 3 , wherein Ln ... and Y comprises providing a seed crystal having" is new matter. 

Applicant points to the paragraph bridging pp. 1 1 and 12 and example 4 in the 
instant specification however, nowhere there, is support found. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giesber et al. "Spectroscopic properties of ... LaB03 and GdB03". 

Giesber et al. suggest the instantly claimed products in the abstract and pg. 
8987, right hand column and Fig. 2. Also taught is the instantly disclosed process of 
making the instantly claimed product at pg. 8988, section II to pg. 8989. The taught 
process refers to previous work by the instant inventor as footnote 10 which should be 
made of record in the instant application as the examiner does not have ready access to 
this document. 

Where the claimed and prior art product(s) are identical or substantially identical, 
the burden of proof is on applicant to establish that the prior art product(s) do not 
necessarily or inherently possess the characteristics of the instantly claimed product(s), 
see In re Best, 195 USPQ 430. 

Any difference imparted by the product by process limitations would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
because where the examiner has found a substantially similar product as in the applied 
prior art the burden of proof is shifted to the applicant to establish that their product is 
patentably distinct not the examiner to show the same process of making, see In re 
Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 
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Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kolis, "Getting back to bases: Hydrothermal synthesis as a route to lanthanide borates 
with useful deep UV optoelectronic applications". 

Kolis suggests the instantly claimed product as well as its process of making in 
the abstract. Further information is needed as to exactly what was presented by the 
inventor/author at the ACS National Meeting in San Francisco. 

Where the claimed and prior art product(s) are identical or substantially identical, 
the burden of proof is on applicant to establish that the prior art product(s) do not 
necessarily or inherently possess the characteristics of the instantly claimed product(s), 
see In re Best, 195 USPQ 430. 

Any difference imparted by the product by process limitations would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
because where the examiner has found a substantially similar product as in the applied 
prior art the burden of proof is shifted to the applicant to establish that their product is 
patentably distinct not the examiner to show the same process of making, see In re 
Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 



Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giesber et al. "Hydrothermally grown borate single crystals for deep ultraviolet and 
nonlinear optical applications." 

Giesber et al. suggest the instantly claimed products in pg. 42. Also taught is the 

instantly disclosed process of making the instantly claimed product. 

Where the claimed and prior art product(s) are identical or substantially identical, 
or are produced by identical or substantially identical process(es) the burden of proof is 
on applicant to establish that the prior art product(s) do not necessarily or inherently 
possess the characteristics of the instantly claimed product(s), see In re Best, 195 
USPQ 430. 

Any difference imparted by the product by process limitations would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
because where the examiner has found a substantially similar product as in the applied 
prior art the burden of proof is shifted to the applicant to establish that their product is 
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patentably distinct not the examiner to show the same process of making, see In re 
Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 

Applicant's arguments filed March 20, 2006 have been fully considered but they 
are not persuasive. 

Applicant argues that neither Giesber, et al., reference teaches nor suggests a 
lanthanide borate crystal made by a transport growth method. 

However the instant claims are directed to a product which appears to be 
substantially identical to that taught by each Giesber reference. Where the claimed 
and prior art product(s) are identical or substantially identical, the burden of proof is on 
applicant to establish that the prior art product(s) do not necessarily or inherently 
possess the characteristics of the instantly claimed product(s), see In re Best, 195 
USPQ 430. 

Any difference imparted by the product by process limitations would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
because where the examiner has found a substantially similar product as in the applied 
prior art the burden of proof is shifted to the applicant to establish that their product is 
patentably distinct not the examiner to show the same process of making, see In re 
Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594 and MPEP 21 13. 

Applicant argues that the rhombohedral lanthanide borate crystals made by the 
instantly claimed transport growth method had been neither conceived nor reduced to 
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practice by the present inventor/author as of the date of that ACS meeting in San 
Francisco. 

However the instant claims are directed to a product which appears to be 
substantially identical to that taught by Kolis thus this argument is not persuasive. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Bos whose telephone number is 571-272-1350. 
The examiner can normally be reached on M-W,F, 8AM to 6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / A/ft 




Steven! Bos 
Primary Examiner 
Art Unit 1754 
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